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I.

STATEMENT OF RELATED CASES

Counsel is unaware of any related cases within the meaning of Federal
Circuit Rule 47.5.
II.

JURISDICTIONAL STATEMENT

This Court has jurisdiction over this ex parte appeal of the March 25, 2009
final decision (the “March 25 Decision”) of the Trademark Trial and Appeal Board
(“TTAB” or the “Board”) with respect to Applicant Chippendales USA, Inc.’s
(“Chippendales” or “Applicant”) application for registration of a mark pursuant to
28 U.S.C. § 1295(a)(4)(B) and 15 U.S.C. § 1071(a)(1). Chippendales timely filed
the Notice of Appeal on June 2, 2009. See 15 U.S.C. § 1071(a)(2); 37 C.F.R. §
2.145(d).
III.
1.

STATEMENT OF THE ISSUES FOR REVIEW

Was there substantial evidence in the record to support the TTAB’s

decision that the Examiner established a prima facie case that the “Cuffs & Collar”
Trade Dress is not inherently distinctive?
2.

Did the TTAB err in deciding that Chippendales did not rebut the

Examiner’s prima facie case by proving inherent distinctiveness?
3.

Did the TTAB err in utilizing evidence not properly in the record and

which neither side argued nor briefed at any time?

1

4.

Did the TTAB err in dismissing without consideration the expert

testimony of Dr. Rachel Shteir?
5.

Does Wal-Mart Stores v. Samara Bros., 529 U.S. 205 (2000) alter the

standard set forth in Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342
(C.C.P.A. 1977)?
6.

If not, did the TTAB err by applying Seabrook?

7.

If so, did the TTAB correctly apply the Seabrook standard in this

case?
IV.
A.

STATEMENT OF THE CASE

Overview.
This appeal arises from the TTAB’s March 25, 2009 affirmance of the final

refusal to register Application Serial No. 78/666,598 (the “598 Application”) filed
on July 8, 2005, for the trade dress below consisting of white cuffs, a neck collar,
and a bow tie:

(the “Cuffs & Collar”) for “Adult entertainment services, namely exotic dancing
for women in the nature of live performances” in International Class 41 (A1-28).

2

This appeal culminates a nearly decade-long effort by Chippendales to
secure a registration based on the inherent distinctiveness of the Cuffs & Collar
(A7). This mark has been the subject of three separate applications, including
multiple office actions (A631-634). The Examiners have consistently failed to
consider the inherent distinctiveness of this mark, which has been in use in
commerce since 1979. In the few instances where the Examiner addressed the
question, the Examiner gave inadequate consideration to the issue.
The Board’s decision, on the other hand, squarely addressed the issue of the
inherent distinctiveness of the Cuffs & Collar (A5-12). The Board correctly noted
that:
[t]he question which this appeal poses … [is] whether
applicant’s mark is, or ever was, inherently distinctive.
Chippendales argues, and we agree, that we must consider
whether applicant’s mark was inherently distinctive at the time
applicant began to use the mark nearly 30 years ago.
(A6) (emphasis added). After this clear statement of the issue, the Board’s
decision subsequently erred by: (1) giving short and erroneous shrift to
Chippendales’ evidence regarding the inherent distinctiveness of the Cuffs &
Collar within the aforementioned relevant time period, including a meticulously
detailed expert declaration regarding the import and impact of that trade dress; (2)
placing inappropriate weight on present-day evidence developed by the Examiner
to show the mark’s present-day status, in contravention of its own admitted test;
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(3) finding that the relevant field for evaluating the distinctiveness of the mark was
the adult entertainment field consisting of both male and female exotic dancers
ignoring without any basis the undisputed facts in the Record establishing that the
consumers of Chippendales’ services are completely distinct from the consumers
of female striptease; and (4) relying, sua sponte, upon evidence that neither side
had relied upon in their briefing, therefore robbing Chippendales of an opportunity
to respond.
The Board’s failure to focus on the evidence from the relevant time period
as well as from the wrong field caused it to conclude erroneously that the Cuffs &
Collar was not inherently distinctive (A28). One panel member, Judge Bucher,
however, recognized the fallacy in the majority’s reasoning and lodged a vigorous
and intellectually sound dissent (A28-41). Notably, he did not disagree with the
legal standard which governed this case but recognized the lack of any evidence –
let alone substantial evidence – to support the majority’s decision. Judge Bucher
likewise recognized the evidentiary flaws underlying the majority’s opinion and
marshaled the evidence that the majority ignored. His application of this evidence
required that Chippendales’ mark be registered forthwith as inherently distinctive:
the record herein is replete with unsolicited conclusions –
contained in articles written in the earliest days of the
Chippendales dancers by journalists without any expertise in
intellectual property law – that the cuffs and collar serve as
applicant’s “trademark.” This usage is corroborated by
declarations from non-attorneys stating, for example, that the
4

Cuffs and Collar Mark are “… highly recognizable symbols of
the Chippendales brand.”
(A38-39) (citation omitted). He also noted that “the majority minimizes the value
of [Chippendales’ expert] Dr. Shteir’s work product in reaching its conclusions. …
I accept Dr. Shteir’s conclusion that the expectations of the members of the allfemale audience to whom the [Chippendales] show was originally presented are
critical to our decision herein” (A30-31) (emphasis added). He continued:
To put this in context, applicant reminds us that the feminist
movement and sexual revolution were in full swing in 1979.
Male exotic dancing in U.S. theatres packed with women was
quite new. On the first of their ‘women’s nights out,’ these
women would have perceived applicant’s ‘out-of-place’
skeleton of a tuxedo as a new category that did not fit into their
existing schema. Accordingly, they would be forced to create
a new one (A31).
He concluded that the Cuffs & Collar “would appear to be an original creation and
an immediately recognizable symbol belonging to applicant alone, and hence,
inherently distinctive” (A30).
Equally significant for purposes of this appeal, he concluded that on the
Record before the Board, the Examiner had failed to set forth a reasonable
predicate for finding that the mark was not inherently distinctive, requiring reversal
(A41).

5

B.

Chippendales’ Existing Registration and Further Applications for the
Cuffs & Collar.
1.

Chippendales’ Existing Registration.

As the Board acknowledged in its decision, Chippendales owns Registration
No. 2,694,613 (the “613 Registration”) which issued on March 11, 2003 for the
same services recited in the 598 Application based on a claim of acquired
distinctiveness, under Section 2(f) of the Lanham Act (A4-5). The issuance of the
613 Registration based on a finding of acquired distinctiveness was improper
because the Examiner handling that file never addressed Chippendales’ argument,
made in 2001, that the mark is inherently distinctive. Instead, he simply accepted
the Section 2(f) evidence that had been offered at the same time, but expressly only
for consideration in the event that the mark was ultimately deemed to not be
inherently distinctive (A129-132). In submitting this alternative argument,
Chippendales relied on the provisions of TMEP § 1212.02(c), which explain that
when presented with Section 2(f) evidence as an alternative basis for registration,
the Examiner should rule on both questions separately so that the applicant may
appeal the inherent distinctiveness finding.
Because there is no Section 2(f) notation on either the Notice of Publication
or in the Official Gazette, Chippendales learned that the 613 Registration was
based on acquired distinctiveness only when the certificate of registration arrived
in March 2003 (A111). Under these circumstances, Chippendales could have
6

requested that the registration be cancelled and that the mark be remanded for
reconsideration. At that same time, Chippendales was about to commence an
infringement claim against a company manufacturing CHICKENDALES slot
machines featuring dancing chickens wearing the Cuffs & Collar (A88, 111).
Under these facts, Chippendales understandably would never initiate the
cancellation of its own registration.
2.

Chippendales’ Decision to Seek a Registration Based on Inherent
Distinctiveness.

The Board’s decision posits that there is no difference between the rights
that flow from the 613 Registration under Section 2(f) of the Lanham Act from
those that would flow from this application if it were to mature into a registration
not based on acquired distinctiveness (A6, 28).
That conclusion is false.
The Section 2(f) acquired distinctiveness statement is a significant limitation
on the rights which flow from the registration, especially in the context of policing
a mark. It is inevitably more expensive to protect a mark premised only on
acquired distinctiveness. Chippendales is convinced that the Section 2(f) notation
on the 613 Registration has over the last eight years forced Chippendales to spend
thousand of dollars more than it would have had the 613 Registration been based
on inherent distinctiveness.

7

3.

The PTO Examiners Failed to Provide Any Explanation as to
Why The Cuffs & Collar is Not Inherently Distinctive.

This Court has noted that, an examiner must establish a “reasonable
predicate” to justify the conclusion that a mark is not inherently distinctive. In re
Pacer Tech., 338 F.3d 1348, 1351 (Fed. Cir. 2003). In the prosecution of the 613
Registration, even though Chippendales noted the Examiner’s failure to address
this issue (A173), the Examiner never provided any explanation for his conclusion
that the Cuffs & Collar is not inherently distinctive (A115-118, 168-170).
The Examiner assigned to Chippendales’ subsequent Application Serial No.
78/286,206 (the “206 Application”), for the identical mark and services as in the
613 Registration also failed to address the question of the mark’s inherent
distinctiveness until the second office action, at which time she stated only that
“[t]he intrinsic nature of the applicant’s mark, white cuffs and a black collar, does
not serve to identify the applicant as the provider of services” (A276). The
Examiner summarily dismissed all the evidence submitted by Chippendales as
merely showing that the mark had acquired distinctiveness: “Certainly, it was not
clear to the audience members the first time the Chippendales performers wore the
Cuffs and Collar that it was a source indicator” (A277). The 206 Application was
abandoned, because of procedural issues and the 598 Application was filed.
These summary conclusions were made without any citation to or
examination under the governing standard currently used to evaluate inherent
8

distinctiveness – the Seabrook test. Seabrook Foods, Inc. v. Bar-Well Foods, Ltd.,
568 F.2d 1342 (C.C.P.A 1977). The repeated failure to utilize the thirty-year-old
Seabrook standard in the above inquiry demonstrates that the standard is so elusive
when applied to costumes, as a practical matter, that the examiners making this
decision often use every possible excuse to avoid the question altogether. When
such determinations are made, they are based on a highly subjective view of the
non-traditional mark causing tremendous inconsistency and unpredictability. Even
if the current standard were evenly applied, it is appropriate for this Court to
consider the impact of Wal-Mart Stores v. Samara Bros., 529 U.S. 205 (2000) on
this issue.
The Supreme Court in Wal-Mart made clear that the focus of the inherent
distinctiveness determination should not be the particulars of the design, but rather
on the context in which consumers come into contact with the mark. Wal-Mart,
529 U.S. at 212-13. The Supreme Court expressly rejected the Seabrook test for
evaluating whether product configurations were inherently distinctive noting in
part that the test was simply too difficult to apply. Id. at 213. While Wal-Mart did
not address the usefulness of the Seabrook test for determining whether a particular
trade dress was inherently distinctive, this case is a compelling example of just
how elusive that test is, at least when applied to non-traditional trade dress. But
even if the test were not elusive, it looks to factors that do not accurately predict
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when a consumer is predisposed to perceive that a particular designation is an
indicator of source.
While Chippendales advocates for the adoption of a new standard, at least
with respect to costumes, to replace Seabrook, Chippendales deserved to prevail
even under the existing Seabrook standard.
C.

The Prosecution of the Instant Application.
On January 29, 2006, an Office Action issued wherein the 598 Application

was refused because of the still pending 206 Application (A58). On March 24,
2006, Chippendales responded to that Office Action by expressly abandoning the
206 Application and requested that the Examiner “proceed to have the present
application examined, specifically, for inherent distinctiveness” (A77) (emphasis
added).
Just as the Examiners in the 613 Registration and the 206 Application did,
the new Examiner ignored the question of inherent distinctiveness, and issued a
second Office Action on April 19, 2006 for the following primary reasons (A7983):
1.

The 598 Application is duplicative of the 613 Registration.

2.

The Cuffs & Collar does not function as a service mark “as used on
the specimen of record.” (Chippendales had submitted four pictures
of its dancers wearing the Cuffs & Collar).
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3.

The Cuffs & Collar is not registrable absent proof of acquired
distinctiveness.1

The Examiners in both the 613 Registration and the 206 Application failed
to even attempt to articulate a prima facie case for the mark’s lack of inherent
distinctiveness by providing any reasonable predicate for that conclusion.
1.

Chippendales’ Response to the Second Office Action and
the Expert Declaration of Dr. Rachel Shteir.

In response to the Second Office Action, Chippendales did not merely rely
on the Examiner’s failure to establish a reasonable predicate for finding that the
Cuffs & Collar lacked inherent distinctiveness. Instead, Chippendales provided
affirmative evidence to establish that the mark is inherently distinctive.
Recognizing that the relevant question was how its targeted audience perceived the
Cuffs & Collar when it was first introduced (A276-277), Chippendales produced
articles and other evidence from the relevant time frame (i.e., the late 1970s and
early 1980s). But there was more: Chippendales retained an expert to show
evidence of inherent distinctiveness, which led to the submission in this case of the
expert Declaration of Dr. Rachel Shteir (the “Shteir Declaration”).

1

Instead of acknowledging its own burden to provide a reasonable predicate for
finding the mark to not be inherently distinctive, the Examiner only noted that
Chippendales has the burden to prove that the mark has acquired distinctiveness
(A79-82). The other two objections were eventually withdrawn, leaving this the
only issue for the appeal.
11

Dr. Shteir was at that time the Director of the Dramaturgy/Criticism
Program at DePaul University, having received her doctorate from Yale University
(A311). A dramaturge is trained in a variety of social sciences ranging from
consumer psychology and sociology to set and costume design in order to advise
directors, writers and actors how to use various stimuli to create certain
impressions in the minds of the viewing audience (A305, 311-314). Thus, Dr.
Shteir possesses the precise qualifications to explain how the Cuffs & Collar was
perceived by Chippendales’ targeted female audience in 1979.
Particularly valuable for consideration of this question, Dr. Shteir has a
unique expertise that goes beyond her general knowledge as a dramaturge; she is
the author of Striptease: the Untold History of the Girlie Show (Oxford University
Press 2004), a peer-reviewed, definitive work on the history of striptease in
America (A310, 346). Dr. Shteir provided several independent factual bases for
concluding that the Cuffs & Collar is inherently distinctive, including perspectives
emphasizing: (a) sociological and cultural factors surrounding the contextual use of
uniforms and costumes in general, (b) the historical use of specific costumes and
uniforms in the world of burlesque entertainment with a focus on the differences
between such entertainment offered to men (i.e., female striptease) and that offered
to women (i.e., male striptease), and other theatrical-related bases; and (c)
cognitive learning theories relating to perception and memory (A303-415).

12

Based on her extensive research on the history of American striptease
including her research showing that male striptease simply did not exist prior to the
emergence of Chippendales, and that Chippendales’ emergence in the late 1970s
and early 1980s coincided with the maturation of the feminist, sexual and cultural
revolution, Dr. Shteir concluded that:
Application of the principles . . .above establishes that the
Cuffs & Collar trade dress would have been perceived
immediately as a source designation. (A307).
Based on the totality of this evidence, Chippendales applied the Seabrook
factors and established (1) that the Cuffs & Collar functions as Chippendales’
uniform, a category of clothing which by definition functions and has always
functioned as a designation of source, and (2) that the Cuffs & Collar is unique and
unusual and, moreover, not a mere refinement of existing shapes (A100-107).
2.

The Examiner Ignores the Expert Testimony.

The new Examiner simply ignored the Shteir Declaration and other relevant
evidence. Indeed, this Examiner contradicted the previous Examiner and claimed
that the proper date for evaluating inherent distinctiveness was the filing date of the
application, rather than the date of the introduction of the mark (A424). The only
evidence introduced by the Examiner was contemporaneous (2006) evidence
showing multiple then-current infringements of the Cuffs & Collar as well as
evidence that female strip shows often began with the performer in some form of
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costume that was then removed (A439-443, 454, 473, 476, 483). Given
Chippendales’ role in creating the male striptease genre and its wide-spread
success in the marketplace, the Examiner misconstrued that present-day evidence
of infringement to conclude that the Cuffs & Collar is not unique or unusual (Id.).
Ignoring the substantial evidence concerning the differences in the marketplace for
male and female striptease, the Examiner summarily concluded that the use of the
Cuffs & Collar was merely a refinement of existing designs because “there is
nothing unique or distinctive about a male dancer wearing cuffs and a bow tie and
collar. . . .It is not unique or uncommon for dancers to don different and eyecatching costumes ranging from a cowboy, nurse, policeman, doctor, businessman,
and a scantily clad waiter” (A422-423). The Examiner never introduced any of the
types of evidence typically used to prove that certain goods and services such as
showing examples of registrations for one mark owned by the same company,
covering both services. A final refusal issued on February 4, 2008 (A663-664).
Chippendales subsequently appealed to the TTAB where it argued, inter
alia, that while the Cuffs & Collar was inherently distinctive regardless as to what
standard was used, the TTAB should adopt the following test:
1.

Is the costume used in a channel of trade where consumers are
conditioned through their past experience to presume a source
identification function?
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2.

Is the costume immediately associated with an iconic larger than life
character where the costume acts as an intrinsic symbol for the
character? (A677).

An affirmative answer to either question required a determination of inherent
distinctiveness.
D.

The Decision Below.
On March 25, 2009, a divided panel of the TTAB affirmed the Examiner’s

refusal to register the Cuffs & Collar as an inherently distinctive mark (A28).
While the Board acknowledged that the Examiner bore the initial burden to
establish that a mark is not inherently distinctive, it failed to give significance to
the Examiner’s lack of response to the evidence submitted by Chippendales or to
the fact that the evidence submitted by the Examiner was not intended to and did
not address how the mark was perceived during the relevant time period.
While the Board held that the proper time frame for determining when a
mark is inherently distinctive is the date of first use, it utterly failed to address the
total absence of any evidence in the Record to show that that Cuffs & Collar was a
common design or in commerce in 1979.
With respect to the first Seabrook factor, notwithstanding the absence of any
relevant evidence and directly contrary to the expert findings of fact by Dr. Shteir,
the Board accepted the Examiner’s present-day evidence showing that strippers
and other exotic dancers for adult audiences, both male and female, “routinely
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wear costumes or uniforms which are, above all, revealing and provocative” and
ruled that the Cuffs & Collar is a common basic shape or design (A18-19).
The Record contains uncontradicted evidence that the markets for male
exotic dancing for women and female striptease for men are two entirely different
industries and involve different consumers (A321-322, 325, 340, 393). Thus, the
Board’s repeated conclusions about “adult entertainment” ignores the actual
marketplace for Chippendales’ services. Second, even if there was a single
integrated adult entertainment industry, there is no support in the Record to show
what was “common” or “routine” in 1979. No less prejudicial to Chippendales,
the Board erroneously employed present tense verbs in its opinion indicating that
its findings actually reflected 2009 standards.2
As to the second Seabrook factor, the TTAB found that the Cuffs & Collar
“is the same basic type of revealing and provocative attire worn by adult
entertainers” (A19-20). Again, the Board conflated Chippendales’ very specific
services into a larger industry without any showing that they are legally related.
But setting that issue aside, the Board offered no explanation as to what evidence
in the Record supported such a finding about the state of designs in 1979 in the
field of “adult entertainment.” Nor could it; there was none.

2

Compare, e.g., A6 with A18, A19 and A20.
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The TTAB relied only on a single passing comment in the vast record – not
cited by either side and without any substantiation – that the Playboy Bunny
costume was the inspiration for the Cuffs & Collar (A20-22). That conclusion has
no evidentiary support. As noted in the dissent, this issue – raised sua sponte by
the Board at oral argument:
is a fairly slender reed on which to hang . . . a conclusion that
in 1979, the cuffs and collar trade dress was neither unique nor
unusual in the field of exotic dancing for women (A35).
The Board also failed to address the detailed findings in the Shteir
Declaration. The Board explained that Dr. Shteir’s declaration was not useful
because she is not an expert in trademark law (A24). As Judge Bucher
emphasized, Dr. Shteir was not presented as a trademark law expert, but as an
expert “in the role and function of costumes/uniforms in striptease in the U.S.”
(A30). He credited her testimony “as to the reactions of audience members to
particular outfits worn by performers” and accepted her conclusion that “the
expectations of the members of the all-female audience to whom the show was
originally presented are critical to our decision herein” (A30-31). The
misperception of the expertise provided by Dr. Shteir prejudiced the entire
decision.
On the other hand, the well-substantiated dissent systematically set forth
many of the deficiencies in the majority opinion. In response to the argument
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advanced by the majority to support its finding that the mark is a common shape or
design, that “the Trademark Examining Attorney has produced no evidence that
something like the cuffs and collar design separated from a shirt, blouse or other
garment existed in the field, prior to such use by the Chippendales dancers,
whether used by male or female adult entertainers” (A34-35), the dissent
concluded:
[i]n weighing all the evidence in this record, especially Dr.
Shteir’s declaration, I find that the Office has not met its
burden of showing that the ‘Cuffs & Collar Mark’ is a mere
refinement of an existing form of ornamentation. …
Accordingly, I would reverse the Office's refusal to register
this trade dress design (A41).
On June 2, 2009, Chippendales timely filed a Notice of Appeal to this Court
(A667).
V.
A.

STATEMENT OF FACTS

Chippendales and Its Famous Cuffs & Collar.
Since 1978, Chippendales has owned and operated an all-male, Las Vegas-

style revue targeting female audiences which has attracted more than 200,000,000
attendees (A3, 228). Virtually from the beginning, Chippendales dancers, as well
as the waiters and other company staff, wore a uniform consisting of the Cuffs &
Collar (A139, 141). As long ago as 1983, The Washington Post referred to the
Cuffs & Collar as the “standard uniform” for Chippendales (A163), noting that the
Chippendales “uniform” consists of a “bare chest, white collars and cuffs” (A16218

164). That article also mentions that Chippendales’ male exotic dancers were “big
news in the enlightened 80’s” and exhibited “one of the all-time role reversals”
(A162). The official history, Chippendales: The Story So Far (U.K. Bath Press,
1996), describes a typical evening at Chippendales in the pre-1983 time period as
beginning with “male maitre d’s and waiters all dressed in tight black trousers with
chests bare – but they still wore collars and cuffs and bow ties” (A323).
A key ingredient in Chippendales’ success was that it recognized early on
that women would be seeking a different kind of experience than men who
frequent “strip joints” (A139-151). Experience shows that it is enough to offer
men the opportunity to see female skin; nothing more. Chippendales understood
that it was not the “skin” that would attract a female audience, but an atmosphere
that provided the opportunity for fantasy. It was the “fantasy” of the man who was
interested in only pleasing his partner that catapulted Chippendales into the
limelight when it launched in the late 1970s. That explains why the female
audience at a Chippendales show is more vocal and participatory than at male
“strip joints” (A143-44, 147-48). It is this overall unique experience that the
Chippendales show provides and not just the “skin” that explains its success
(A139-151).
While the dancers used other costumes throughout the performance, a
Chippendales show always began and ended with the dancers still in the Cuffs &
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Collar “uniform” (Id.). The Cuffs & Collar motif was reinforced by the waiters
and bartenders who wore that “uniform” the entire evening (A323-324).
Consistent with its role as Chippendales’ “uniform,” virtually all books and other
products produced by Chippendales use the Cuffs & Collar on the cover to signal
to the customer that this is not just another male stripper book or product, it is
Chippendales (A562, 567). For that same reason, whenever a Chippendales dancer
makes a public appearance, he has always done so wearing the Cuffs & Collar
(A148, 150).
The fact that the Cuffs & Collar is essential to the Chippendales experience
from the fan’s perspective is illustrated by an example from the 2000 to 2001 timeframe. During one performance, a Chippendales dancer forgot to put on his Cuffs
& Collar before going onstage. During that opening number, audience members
called out comments indicating that they immediately noticed the deficiency, with
one even calling out, “You aren’t a true Chippendale!” (A148). If Chippendales
were just about “skin” – an assumption that the majority opinion makes again and
again – the absence of the Cuffs & Collar would have been meaningless to the
audience. But without the Cuffs & Collar, the female audience is just seeing
“skin”; with the Cuffs & Collar the females are being brought into a fantasy of their
own design. It is therefore not surprising that dancers routinely receive requests for
their Cuffs & Collar because that symbol captures the Chippendales experience.
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Even Chippendales’ competitors acknowledge that the Cuffs & Collar is
Chippendales’ uniform. Tony Johnson, who runs a company that competes with
Chippendales, averred that he had tried for some time to obtain a license to use the
“signature Cuffs and Collars costume” (A224-225). Johnson explained that it was
common for infringers to use that mark to promote their shows because the
potential audience would assume that it was the real Chippendales show even if
they did not use that word mark in the promotion of it (Id.). Johnson further
testified that new hires who had worked in the industry would often suggest that
Johnson increase audience attendance by using the Cuffs & Collar to create the
perception that they are related to or sponsored by Chippendales (A225).
B.

The Shteir Declaration and the Historical and Cultural Context Into
Which the Cuffs & Collar Was Introduced.
Notwithstanding the multiple unsolicited examples of third parties referring

to the Cuffs & Collar as Chippendales’ uniform and/or its trademark, (A38-39,
157-158, 162-164, 224-225, 323), Chippendales was not content to rely
exclusively on this evidence. In order to emphasize how the Cuffs & Collar was
perceived by fans when first introduced, Chippendales retained the services of an
expert with specialized knowledge about the history and culture of striptease, who
was also trained to recognize and use cues such as costumes to inculcate specific
responses from the audience (A303-306).
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Dr. Shteir is uniquely qualified to provide an opinion on how females would
have responded when they first came in contact with the Cuffs & Collar in the
1970s. She has a doctorate from Yale, has written an award-winning study on the
history of striptease in the United States, and is a recognized dramaturge (A303-05,
310-11, 313-15, 346, 361-366).
Dr. Shteir’s inquiry was to evaluate how consumers would have perceived
the Cuffs & Collar when it was first adopted in the late 1970s (A304). Dr. Shteir
considered whether a woman attending her first Chippendales show in the late
1970s would have intuitively understood that that trade dress was a designation of
Chippendales or would she have seen it as just some generic dress for male
strippers (Id.)?
Dr. Shteir explained that while costumes (the technical term used by
dramaturgs to refer to all genres of clothing) are almost always used to
communicate something, it is rare for costumes to have any source indicator
function. There is one subset of costumes which by definition are intended to and
are perceived by the audience as serving as a source indicator. These costumes are
called uniforms (A306-07, 315-17).
Dr. Shteir then explained that there are circumstances when costumes that
are not uniforms are still perceived as an indication of source (A316-17). This
virtually “automatic” association arises in certain contexts when, based on past
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experience, the consumer has been conditioned to make this “automatic”
association (Id.). For instance, baseball fans over the years have become
accustomed to seeing “team mascots” such as the San Diego Padre Chicken. As a
result of this experience a person attending his first Washington Nationals baseball
game would intuitively understand that the person dressed as an eagle running
around on the field was associated with the Nationals and that the costume was
itself a symbol of the Nationals. This virtually “automatic” association is made
based on the context in which the fan is first seeing the costume.
Dr. Shteir also explained that sometimes the context which creates this
almost automatic association between a costume and a particular source is not
where the mark was first encountered, but rather the nature of the character
wearing the costume (A317-19). When a character possesses super powers or
other qualities that make that character larger than life (i.e., “iconic”), the audience
transfers those special powers from the character to the costume and the costume
acts as a symbol for that character even when it is not being worn by him (Id.).
This explains why when one sees a young child running around with a towel or
blanket wrapped around his back, one intuits that he is pretending to be Superman
(A319-20). If one saw the same child wearing glasses and suit and tie and sitting
at a desk typing, however, it would never occur to them that the child was
pretending to be Clark Kent.
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Against this analytic backdrop, Dr. Shteir then turned to the question of
whether the Chippendales dancers would have been perceived as “iconic”
characters in the late 1970s and 1980s (A322-24, 307). She noted that
Chippendales emerged at the same time as the feminist movement was becoming a
larger force in American life (Id.). Any review of American history in that period
will reveal that the late 1970s was critical in raising awareness not only to a
woman’s right to equal pay but also to equal sexual fulfillment.3 Thus, this
convergence of social and cultural change was a major factor in Chippendales’
overnight success and a major motivating factor for a woman to attend a
performance (Id.). Imagine Chippendales from the perspective of that 1970s
woman: a man whose only role was to satisfy her every desire and who demanded
nothing in return. This was no less an iconic fantasy than the Man of Steel (A32223).
Dr. Shteir concluded that based on the iconic nature of the Chippendales
dancer, those iconic qualities would have been immediately transferred to the
3

For instance, The Hite Report, published in 1976, questioned the then
commonly held assumption that a woman’s failure to achieve sexual
satisfaction was a sign of sexual dysfunction and documented the anger many
women felt when their partners always achieved satisfaction and they did not.
As Erica Jong wrote in The New York Times shortly after the work was released,
women are “painfully divided about their sexuality. Their own needs and
society’s expectations for them are in conflict. Often it takes them years to
admit what they like sexually and years longer to ask for it.” See E. Jong,
If Men Read It, Sex Will Improve, New York Times, October 8, 1978.
(http://partners.nytimes.com/books/97/03/23/reviews/bright-hite.html).
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Cuffs & Collar, making that mark a symbol for the whole company (A323-25).
As a result, the Cuffs & Collar would have been immediately perceived as a
symbol representing Chippendales (Id.).
Dr. Shteir offered yet a third explanation for why there is a virtually
automatic connection between Chippendales and this trade dress, namely one
based on cognitive theories for how people learn and process information (A32425). It is well established that people process information by trying to place it into
existing categories or schemas (Id.). But when one encounters new experiences,
one needs to create new schemas in order to process that information (Id.).
Against this backdrop, Dr. Shteir noted that, while female stripping and burlesque
was popular among the adult public in the pre-World War II time period and
immediately thereafter, it soon became associated with socially unacceptable
conditions and virtually an all-male-only affair (A321). Thus, the history of male
stripping for women must be viewed independently from female stripping (Id.).
Her research confirmed the widely-held belief that Chippendales was the first male
stripper troupe in this country offering exotic dancing targeted at female audiences
(A322).
For the woman attending a Chippendales show in the late 1970s and early
1980s, there would have been no pre-existing schema to process this experience
(A324-26). Chippendales created the schema (Id.). Not every new schema is
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associated with a new trademark. But, as Dr. Shteir explains, the experience of
attending a Chippendales show was a highly charged group experience, often
involving a “girls’ night out” (A322-26). The combination of these features
ensured that the Chippendales experience created an audience in a “highly attuned
positive emotional state involved in creating episodic memories” (A325).
The Cuffs & Collar was equally unfamiliar to the targeted audience. Based
on her expertise with costume design, Dr. Shteir stated that she was not aware of
any use of the skeleton of a tuxedo for any services prior to its introduction by
Chippendales (A308-310). There is nothing in the Record to contradict that
finding. This new symbol would naturally be associated with the new schema that
is necessary to process this experience, thereby becoming a source indicator
(A322, 325-26).
Dr. Shteir explained that the Cuffs & Collar was important in another way as
women processed the Chippendales experience. Because the emergence of the
women’s movement, including an understanding of female sexuality, was highly
controversial in the 1970s, it was understandable that the typical woman attending
a Chippendales show in 1979 might have experienced mixed feelings about her
presence in such a setting (A325-26). The Cuffs & Collar was critical in
alleviating this concern (A326).
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The emergence of the tuxedo as a form of formal dress in the United States
is rooted to what was in its time one of the most wealthy areas of our country,
Tuxedo, New York (A326-27). The tuxedo quickly became the accepted attire for
men attending formal affairs because it is a symbol for being a member of the most
elite social community (A327-28). Notably, the Cuffs & Collar is not the
equivalent of a tuxedo, but merely a skeleton of that symbol (A308). To the
women attending the first Chippendales’ shows in the late 1970s, the Cuffs &
Collar acted “as a reassuring symbol that they were not just at ‘some male strip
joint,’ but at a classy Chippendales performance” (A328). Simultaneously, the
“skeleton” left a space for the patron to fill in with her own private fantasy.
Without the Cuffs & Collar, a dancer was “just another guy wearing a G-String,”
but with the Cuffs & Collar, he “became the perfect embodiment of the women’s
fantasy,” providing a comfort zone to women still attempting to learn to express
their fantasies (A328-29).
In concluding that the Cuffs & Collar acted as an indication of source, Dr.
Shteir did not purport to act as a trademark expert. She was merely using her
expertise as a dramaturge, combined with her unique knowledge of striptease in
this country to explain that in the context of the 1970s there is no question that the
Cuffs & Collar would have been immediately perceived as anything but a source
indicator for Chippendales (A307, 313, 328-29).
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VI.

SUMMARY OF THE ARGUMENT

This brief demonstrates that the Board’s Order, denying Chippendales
registration of its Cuffs & Collar as inherently distinctive, is 1) inconsistent with
currently applied standards of registration under Seabrook; 2) erroneously accepted
the Examiner’s decision, which failed in all material respects to establish, with
competent and relevant evidence, a prima facie case to support her decision; 3)
erroneously relied on an amalgam of irrelevant observations and unjustified
suppositions to reach an erroneous conclusion; and, 4) erroneously rejected
competent expert opinion that Chippendales offered by mischaracterizing both the
expertise given and the purpose for which that evidence was given.
These arguments are elaborated within to support the conclusion that the
Board’s Order, here under appeal, cannot stand, consistently with the application
of appropriate standards of law. Although Chippendales here demonstrates that
under the standards of the so-called Seabrook test, the Board’s Order should be
reversed, this appeal presents this Court with an appropriate opportunity to
consider the continued viability of the Seabrook authority in light of Wal-Mart
Stores v. Samara Bros., 529 U.S. 205 (2000). In Wal-Mart, the Supreme Court
recast the contours of the decision-making calculus in trademark cases. The
adjudicatory consequence of applying Wal-Mart to the trademark significance of
costumes has yet to be decided. This case presents precisely the appropriate
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context in which to address that question. Chippendales accordingly demonstrates
herein, alternatively, that whether the Seabrook standard, unaffected by Wal-Mart
or some new standard, fashioned in light of Wal-Mart, the same result obtains:
reversal of the Board’s Order under appeal.
VII. STANDARD OF REVIEW
This Court reviews the Board’s legal determinations de novo and its factual
findings for substantial evidence. See In re Oppendahl & Larson LLP, 373 F.3d
1171, 1173 (Fed. Cir. 2004). The question of whether a mark is inherently
distinctive is a factual determination made by the Board. See In re Pacer Tech.,
338 F.3d at 1349. The Board’s finding on that fact is reviewed for substantial
evidence. See In re Nett Designs, Inc., 236 F.3d 1339, 1341 (Fed. Cir. 2001).
The Supreme Court has instructed that the “substantial evidence” standard is
far removed from “simply rubber-stamping agency factfinding.” Dickinson v.
Zurko, 527 U.S. 150, 162 (1999). This level of review requires this Court to
evaluate the Record for both evidence that supports and does not support the
Board’s decision and to account for both in deciding whether the Board erred.
Substantial evidence is “more than a mere scintilla” of evidence and “such relevant
evidence as a reasonable mind would accept as adequate to support a conclusion.”
In re Pacer Tech., 338 F.3d at 1349.
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This Court has previously found that the Board’s erroneous determination of
whether goods and services are related, as well as the Board’s failure to account for
critical evidence to constitute sufficient grounds to reverse under the substantial
evidence standard. See, e.g., Shen Manufacturing Co. Inc. v. The Ritz Hotel
Limited, 393 F.3d 1238 (Fed. Cir. 2005); In re Coors Brewing Co., 343 F.3d 1340
(Fed. Cir. 2003).
The Board’s sua sponte raising of facts asserted by neither side below, raises
a question of law as to the proper role of the Board in deciding an ex parte appeal.
The Board’s decision to consider such evidence presents a question of law subject
to this Court’s de novo review.
VIII. ARGUMENT
A.

Chippendales’ Existing 2(f) Registration Does Not Provide It With The
Same Protection It Has From a Registration Based On The Mark’s
Inherent Distinctiveness.
The Board’s observation that the fact that Chippendales “already owns an

incontestable registration for the Cuffs and Collar Mark should serve as no small
consolation in spite of our decision here,” is both inaccurate and irrelevant (A29).
The motivation for this gratuitous remark presumably stems from the Board’s view
that there is no legal or practical difference between a registration under Section
2(f) and one that is not. Whatever the motivation, the Board is wrong on both
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counts. There is a substantial and meaningful difference in these designations,
leaving no consolation to Chippendales as a result.
Section 7(b) of the Lanham Act, 15 U.S.C. 1057(b), provides that “[a]
certificate of registration of a mark upon the principal register provided by this Act
shall be prima facie evidence of the validity of the registered mark … [and] of the
registrant’s exclusive right to use the registered mark in commerce …, subject to
any conditions or limitations stated in the certificate (emphasis added). Indeed, a
Section 2(f) notation is a concession that a mark is not inherently distinctive. See
Yamaha Intern. Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 1577 (Fed. Cir. 1988).
The strength of a plaintiff’s mark is one of the most critical factors in
evaluating a claim of infringement. See, e.g., Recot, Inc. v. Becton, 214 F.3d 1322,
1327 (Fed. Cir. 2000). Indeed, it is axiomatic that stronger marks have a larger
zone of protection than weaker marks. J. Thomas McCarthy, 2 McCarthy on
Trademarks and Unfair Competition § 11:73 (4th ed. 2009). And it is also wellsettled that a mark’s placement on the spectrum between generic and fanciful
influences the perception of its strength. Two Pesos, Inc. v. Taco Cabana, Inc.,
505 U.S. 763, 768 (1992). The perception by third parties of the zone of
protection for a mark registered under Section 2(f) – even after it has become
incontestable – will intuitively be smaller than the zone of protection for an
inherently distinctive mark. Indeed, the finding of acquired distinctiveness only
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applies to the specific goods and services which are recited in the certificate of
registration.
In the context of policing the mark, the Section 2(f) notation – especially for
a non-traditional mark such as the Cuffs & Collar – invites infringers (especially if
they are using the mark for related but not directly competitive services such as
calendars or clothing) to mount a defense by claiming that Chippendales has no
acquired distinctiveness for the products at issue.4 This was precisely the argument
Chippendales confronted when seeking to stop the use of CHICKENDALES slot
machines featuring dancing chickens wearing cuffs and collars, and that is but one
example over the last 8 years.
The Supreme Court has acknowledged the significance of owning an
inherently distinctive mark in connection with policing a trademark by making
claims of infringement more plausible. Wal-Mart, 529 U.S. at 213.
Chippendales’ investment in pursuing this application pales in comparison to
the enhanced policing costs it has faced due to the improper Section 2(f) notation
on the 613 Registration. While the practical impact on enforcement is substantial,
as a legal matter there are yet other reasons why a Section 2(f) notation has

4

A recent scholarly analysis correlating a trademark owner’s success to its marks
found that inherently distinctive marks were far more likely to be successful than
other descriptive marks, especially when dealing with goods that were not
competitive. See Barton Beebe, An Empirical Study of the Multifactor Tests for
Trademark Infringement, 94 Cal. L. Rev. 1581, 1637 (Dec. 2006).
32

significant ramifications – e.g., for several years until it was overturned by
Congress, the Second Circuit held that the Federal Trademark Anti-Dilution Act
(FTDA) only applied to inherently distinctive marks. TCPIP Holding Co. v. Haar
Communications, Inc., 244 F.3d 88 (2d Cir. 2001).
Whatever the reason for the Board’s speculation into Chippendales’
motivation for seeking this registration, the Board’s disregard of the repeated
shortcomings in the PTO’s handling of Chippendales’ three applications over the
last ten years and its attempts to insist on an examination of the mark’s inherent
distinctiveness was unjustified and unjustifiable. Chippendales’ pursuit of this
appeal is accordingly not an academic exercise, but rather a vitally important and
practical step to safeguard the value and legal standing of Chippendales’ mark.
B.

The Record Lacks Substantial Evidence that the Cuffs & Collar
is Not Inherently Distinctive.
Without considering the impact of Wal-Mart on the continued viability of

Seabrook, the Board applied four factors to determine whether Chippendales’ mark
is inherently distinctive:
(1)

Whether the applied-for mark is a “common” basic shape or design;

(2)

Whether the applied-for mark is unique or unusual in the field in
which it is used;

(3)

Whether the applied-for mark is a mere refinement of a commonly
adopted and well-known form of ornamentation for a particular class
of goods, viewed by the public as a dress or ornamentation for the
goods; and,
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(4)

Whether the applied-for mark is capable of creating a commercial
impression distinct from the accompanying words.

Seabrook, 568 F.2d at 1344.
The Board erred in finding that the Examiner had established a prima facie
case that the Cuffs & Collar is not inherently distinctive. See In re Pacer Tech,
338 F.3d at 1352. Nevertheless, assuming that the Examiner may have established
a prima facie case, the Board also erred by failing to find that Chippendales
submitted “competent evidence” sufficient to rebut that showing. Id.
Using the Board’s stated standard that the sole relevant time period for
inclusion of evidence here, namely the period when the mark was first used, the
evidence of Record demonstrates that: (1) it was Chippendales, not the Examiner,
that proffered relevant, substantial evidence on the issue of inherent
distinctiveness; and (2) the Cuffs & Collar is inherently distinctive under the
Seabrook factors.
1.

The Examiner Proffered No Evidence From the Relevant Time
Period As Required by the Board.

As a threshold matter, the parties agree the Board was correct to conclude
that the proper inquiry is “whether applicant’s mark was inherently distinctive at
the time applicant began to use the mark nearly thirty years ago” (A6).5
5

While the Examiner who filed the Third Office Action asserted that the proper
time period was the date that the application was filed, the Examiner who filed the
opposing brief presumed that the proper time frame was the one adopted by the
Board.
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Despite the Board’s clear enunciation of the relevant time period, the late
1970s and early 1980s, the Board excused the Examiner’s disregard of this time
frame in its evidentiary submissions. The Examining Attorney’s evidence, as
recognized by the Board, consisted solely of evidence culled from the Internet in
2006. The evidence consisted of: (1) examples from the burlesque era of
American strip tease that preceded World War II where “exotic dancers often start
a show wearing some kind of outfits” (A18); and (2) attachments to the December
18, 2006 Office Action providing “examples of various provocative costumes,”
“available for purchase” in 2006 from various websites such as costumezee.com or
costumecraze.com (A18-19, 21). Therefore, the Examiner’s evidence, on which
the Board based its decision, originated well outside the relevant time period.
The dissent highlighted this failure of proof to support the majority’s
decision: “the Examining Attorney has produced no evidence that something like
the cuffs and collar design separated from a shirt, blouse or other garment, existed
in the field, prior to such use by the Chippendales’ dancers, whether used by male
or female entertainers” (A34-35) (emphasis added). Even the majority
acknowledged that “we concede that all [these] examples [purportedly illustrating
why the mark was not unusual] … could be imitations or, or even infringements of,
applicant’s Cuffs & Collar Mark” (A19).
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It defies logic to rely on evidence showing that Chippendales’ mark has
become so famous that it is a target of frequent infringement as a justification for
saying that the mark itself consisted of common designs or modifications thereof at
the time it was adopted in 1979.
In sharp contrast to the irrelevant evidence that the Examiner proffered,
Chippendales provided substantive evidence that was either contemporaneous to
the relevant time period or fully considered within the context of that period.
Chippendales, not the Examiner, offered and relied on the relevant, substantive
evidence that governs the decision in this appeal. As the dissent observed
Chippendales’ substantive evidence created a:
record . . . replete with unsolicited conclusions – contained in
articles written in the earliest days of the Chippendales dancers
by journalists without any expertise in intellectual property law
– that the cuffs and collar serve as applicant’s “trademark.”
This usage is corroborated by declarations from non-attorneys
stating, for example, that the Cuffs and Collar mark are “…
highly recognizable symbols of the Chippendales brand” (A3839) (citation omitted).
In the only decision located by Chippendales in which a court, utilizing the
“substantial evidence” review standard, also reviewed a TTAB decision involving
a similar decades-earlier “relevant time period” consideration, that court gave
significance to the dearth of direct or circumstantial evidence in opposing the timerelevant evidence offered by plaintiff [appellant]. See Pro-Football, Inc. v. Harjo,
284 F. Supp. 2d 96, 136 (D.D.C. 2003) (reversing TTAB decision for, inter alia,
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Board’s reliance on survey measuring 1996 perceptions of mark rather than the
earlier relevant time period).
Ignoring Chippendales’ formidable evidence from the relevant time frame,
the Board stressed instead the difficulty in establishing how a mark was first
perceived more than thirty years ago (A6-7). That observation is irrelevant and in
no way excuses the Board’s burden to set forth some reasonable predicate about
what and how costumes were used in male striptease in the late 1970s. The PTO
may have limited resources to conduct factual investigations such as surveys or
retain experts, but nothing was offered to competently oppose Chippendales’
relevant and compelling evidence.
The Board also ignored Chippendales’ contention that the Examiner had an
effective tool to “equal the playing field.” The TMEP expressly authorizes an
examining attorney to require that Chippendales produce further, contemporaneous
evidence of the inherent distinctiveness of its mark during the relevant time period.
Under TMEP § 814, the Examiner here could have requested “literature, exhibits,
and general information concerning circumstances surrounding the mark and, if
applicable, its use or intended use. Requests for information…peculiarly within the
knowledge of the applicant or available to the applicant, are particularly
appropriate.” Id.
That did not happen here.
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Had the Examiner felt at a disadvantage in trying to marshal evidence to
support his position, he could have requested articles, specimens, marketing
materials and other underlying data from Chippendales or its proffered expert, Dr.
Shteir, from the relevant time period.
He didn’t.
TMEP § 814 would also authorize the examiner to request an informational
meeting or phone call in which the examiner could ask questions of the expert to
evaluate her credibility and determine if she had distorted any information.
No Examiner ever chose to make that request.
In light of the Office’s failure to process properly not only the instant
application but the two prior applications, it is at least ironic for the Board to
defend its current decision on the basis that the PTO is putatively an office of
limited resources that should be excused for not being able to produce evidence
from the relevant time period.
2.

The Board’s Analysis Under Seabrook Was Erroneously Based on
the Adult Entertainment Field in General and Not Exotic Male
Dancing for Women.

The Board’s analysis was not only tainted by its reliance on evidence from
outside the relevant time frame but also by its review of the mark’s distinctiveness
within the adult entertainment field in general instead of limiting its review to the
field of exotic male dancing.
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It is well-established that the question of whether a particular mark consists
of a common basic shape or design must properly be asked in the context of the
particular use. See In re Int’l. Playtex Corp., 153 U.S.P.Q. 377 (TTAB 1967) (ice
cream cone-shaped packaging for baby pants was inherently distinctive).
Similarly, while a design may be familiar in one field, its use in another may be so
unusual as to render it inherently distinctive. See In re Fre-Mar Indus., 158
U.S.P.Q. 364, 367 (TTAB 1968) (flashlight design is not common in the tire repair
business, making it inherently distinctive).
The evidence in this matter leads directly to a finding that the Cuffs & Collar
is not common in any field and especially not within the relevant field of male
exotic dancing. Chippendales’ expert, based on her extensive research in writing
the definitive history of striptease in the United States testified that (1) prior to
Chippendales, there was no male exotic dancing offered in this country (A322);
and (2) in the years after World War II, burlesque shows featuring female strip
tease, which were attended by both men and women, were replaced by female strip
shows of a far less refined nature such that by the 1970s those shows attracted a
virtually exclusively male clientele; accordingly, by the 1970s, the typical woman
in this country would have had no first-hand knowledge about those performances
(A307-07, 320-21, 325). Dr. Shteir also testified that prior to Chippendales, she
knew of no other use of cuffs and a collar separated from all other clothing, based
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both on this extensive research into the history of American striptease as well as
her expertise as a dramaturge familiar with costume design (A310).
On appeal to the TTAB, the Examiner ignored this evidence, and based on
the submissions by the previous Examiner, which consisted almost entirely of
evidence from the present time period and focused primarily on the female strip
industry, contended in his brief that all that was necessary to establish a prima
facie case supporting the refusal was “that performers, whether male or female, did
dress in some type of stylized, if not formal attire” (A36).
This erroneous assertion alone is sufficient to compel reversing the Board’s
decision.
This Court requires an examiner to assert a reasonable predicate for refusing
registration of a mark for lack of inherent distinctiveness. A reasonable predicate
surely means more than the assertion of some generalized statement that could
apply to virtually any design mark. This logic applied to a logo used on a food
package would support an initial refusal no matter how distinctive the logo,
because many food packages contain logos. This logic allows an examiner to
refuse to register any costume mark used in entertainment services because many
entertainers use costumes as part of their act. The reasonable predicate
requirement mandated by this Court merely requires more than some ritualized
statement one finds in virtually every office action on such mundane topics as the
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proper form for a disclaimer or claiming a prior registration. The dissent
charitably characterized this reasoning as shallow, but concluded that the Examiner
had failed to make a prima facie case, a failure which required reversal (A35, 41).
This Court should follow the reasoned view of the dissent and promptly
issue an order reversing the Board and directing that Chippendales’ mark be
published forthwith.
But even if this Court accepts the Examiner’s contention that he successfully
made out a prima facie case, there is still another related, unjustified finding, first
by the Examiner and then adopted and expanded on by the Board, that requires the
same result.
The Board followed the Examiner’s lead in finding that the Cuffs & Collar
was a common basic shape or design because “persons performing the same or
similar adult entertainment services, whether male or female, routinely wear
costumes or uniforms which are, above all, revealing and provocative” (A18).
This carefully crafted sentence appears to imply that there was actual evidence to
support a finding about what male adult entertainers do (or did). There wasn’t.
The dissent emphasizes what the majority ignored: there was simply no evidence
in the Record showing any use of “something like the cuffs and collar . . . prior to
such use by Chippendales dancers, whether used by male or female adult
entertainers” (A34-35).
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This indiscriminate aggregation of female stripping with male exotic
dancing is belied as erroneous by the Record. Such a conclusion is not only
directly contrary to the testimony of an expert in the history of American striptease
but flies in the face of three academic articles attached to the Shteir Declaration
that specifically address this issue and explain why the two markets are so
different. See Clarissa Smith, Shiny Chests and Heaving G-Strings, 5(1)
SEXUALITIES 67 (Sage 2002) (explaining in part why it is erroneous to assume that
a Chippendales show is just a role reversal and describing an evening at a
Chippendales performance and its impact on the author);6 Paula L. Dressel and

6

The premise of this article was that much of the prior literature about
Chippendales was highly superficial and was written by men who failed to
recognize the meaning of this phenomenon for women in general. In describing
this prior literature, the author, Dr. Smith quoted briefly one example by Galloway
that summarily dismissed Chippendales as having any social significance because
it was just another business driven by an interest in financial gain at the expense of
its female patrons. One of Dr. Smith’s main points was to establish why this
(male) perception of Chippendales failed to recognize the dynamics at play for the
female audience. (“[T]he possibility that the show enables some women a resisting
space throws doubt [on the earlier theories]” (A338)).
The majority opinion concludes by accusing Chippendales of exaggerating its own
cultural and social importance (A21). To provide this opinion an air of authority,
the majority quotes from “the author Dr. Shteir references” thereby implying that
Dr. Shteir, was, at best, not a credible expert, and perhaps, much worse. In fact,
the quote was not from Dr. Smith but from Galloway. It was the quote used by Dr.
Smith to exemplify the uninformed male view of Chippendales. The majority’s
presentation of this position is far less direct than one would expect from an
objective judicial tribunal.
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David M. Petersen, Becoming A Male Stripper, 9(3) WORK AND OCCUPATIONS 387
(Sage 1982) (describing different ways that males and females are recruited with
detailed discussion of how each business runs differently), and Beth Montemurro,
Stripping and Screamers, 30(3) JOURNAL OF CONTEMPORARY ETHNOGRAPHY 275
(Sage 2001) (explaining that because male strip clubs were so new, most women
did not know what to expect or how to behave and that most women went in
groups related to a special event. Also, the rules in such clubs were much more
relaxed than in female strip clubs, which typically men attended on an individual
basis without connection to any special event).
Moreover, even if there were not the robust and irrefutable factual Record on
this issue, the Second Circuit’s decision in Playboy Enters. v. Chuckleberry
Publ’g., 687 F.2d 563 (2d Cir. 1982), aff’g 486 F.Supp. 414 (S.D.N.Y. 1980),
provides an insight into the relatedness of male and female adult entertainment
around the same time that Chippendales began providing services using the Cuffs
& Collar. That case involved a standard infringement claim by Playboy against the
operator of a competing men’s magazine known as Playmen. As part of its
defense, Playmen referred to significant third-party usage of the prefix “play” for
what it termed were related goods and services to those offered by both it and
Playboy. 687 F.2d at 568. Among those examples was Playgirl used for a
magazine featuring partially nude men aimed at the female market. Id. Playmen
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also relied on the fact that Playboy had entered into a settlement agreement with
Playgirl in 1973 whereby they stipulated that there was no confusion between their
respective marks for their respective services. Id. at 568-69. The Second Circuit
agreed with the district court’s conclusion that the coexistence between Playboy
and Playgirl did nothing to hinder the strength of the Playboy mark within the
heterosexual male market. Id. at 564. As noted earlier by the trial court, Playgirl
was aimed at the “female” market which was totally distinct from the “male”
market. 486 F. Supp. at 418.
The very fact that Playboy entered into a consent agreement with Playgirl in
1973 evidences Playboy’s own conclusion that it operated in a distinct market from
Playgirl.
There is simply no credible, competent basis for the Board’s decision that
the relevant marketplace in this case was the adult entertainment market in general
or that what happened in one market would be known to the fans in the other.
However, were this Court to determine that the appropriate market was the
combined male and female entertainment market, Chippendales would still prevail
for the reasons set forth by the TTAB in In re Creative Beauty Innovations, Inc.,
56 U.S.P.Q.2d 1203 (TTAB 2000).
In that case, the examiner refused registration for the configuration of a
container used for bath products that was concave on one side and convex on the
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other. The examiner there based his refusal on web pages showing that products
similar to the applicant’s were offered in a variety of geometric shapes including
not only rectangles, circles and other shapes commonly used in product packaging,
but even unusual shapes such as trapezoids. Id. at 1204. The examiner argued that
the applicant’s container was merely a refinement of existing shapes used for such
products. Id.
The Board reversed. Its primary reason: there was no evidence of any
container for these products that was both concave on one side and convex on the
other. Id. at 1207. The Board also placed great weight on the submissions of
articles containing what might have been labeled self-serving statements from the
applicant’s own employees describing the great lengths applicant had undergone to
design the container to be an attention-getting package as well as the affidavit of
the President of a sales and marketing firm stating that applicant’s container
“because of its unique and striking design is one of those rare packages that has
the ability to convey [an] image of quality and distinction simply by its’ [sic]
appearance.” Id. ([sics] in original).
Based on this showing, the Board found that the design was not only
uncommon but unique, meaning that it had never been done before.
The evidence in this case is even more compelling than that which was
submitted in In re Creative Beauty. Like Creative Beauty, Chippendales submitted
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affidavits from its own employees including both management level and dancers
who provided evidence that the Cuffs & Collar was a striking symbol in the world
of exotic dancing; not because it was revealing and provocative, but because of its
combination of contradictory messages: high society with untamed sexuality; the
ultimate symbol of properness but mixed with bare skin to create a sizzling,
unforgettable image. These circumstances make this mark not merely uncommon
in the sense that it had never been done before; they prove that the mark is unusual
and unique. Furthermore, just as in In re Creative Beauty, Chippendales submitted
an affidavit from someone with special expertise in the field (a historian of
striptease and dramaturge compared to a President of a sales and marketing firm)
who, based on their respective experiences in sales and costume design, made clear
that they saw the respective marks as standing apart from other costumes or
containers.
In all these ways Chippendales’ submission is parallel to that in In re
Creative Beauty. However, unlike In re Creative Beauty, which offered no
evidence about how consumers would perceive the mark, Chippendales offered
direct testimony that fans sought out the Cuffs & Collar as a memento of the show
(A147-48, 150-51), complained when a dancer inadvertently forgot to wear the
uniform during the opening number (A148), as well as the expert opinion of
someone trained to use costumes to invoke specific audience responses who stated
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without any hesitation that the mark would be perceived as an indication of source
(A303-330).
The Board’s decision in In re Creative Beauty is incompatible with the
decision in this case.
The Board’s failure to respond meaningfully to Chippendales’ arguments, its
unwarranted combining of male and female exotic dancing, and its failure to
adhere to the logic of its own precedent all show that the Board’s conclusion
affirming the refusal to register the mark is simply not supported by substantial
evidence.
3.

The Board Also Erred In Relying Sua Sponte Upon New
Evidence, Depriving Chippendales of Its Right to Respond.

In its analysis as to whether the mark is unusual or unique in the field, the
Board found that the Cuffs & Collar “is the same basic type of revealing and
provocative attire worn by adult entertainers” (A19-20). Again, this observation in
the present tense focuses on attire worn by current adult entertainers and should
have had no bearing on the relevant issues before the Board. Recognizing that
there simply was no evidence whatsoever in the Record about what costumes were
used by male exotic dancers during the relevant time frame, the Board reached out
and pulled from the Record a stray comment that the Playboy Bunny costume was
the inspiration for the Cuffs & Collar (A20-22).
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This reference by the Board – a single line from an academic article attached
to one of the twelve exhibits to Dr. Shteir’s declaration – had not been cited by
either side in their briefs. The statement is one of the few in the article for which
no substantiation is provided. The issue had been raised completely sua sponte by
the Board at oral argument to attempt to imply that the Cuffs & Collar had been
“inspired by” the Playboy Bunny costume which, according to the Board claimed,
“suggests that Chippendales’ Cuffs and Collar Mark, at its inception, was not
something that was new under the sun” (A20-21).
The use of this never-raised, sua sponte remark by the Board was completely
inappropriate for several reasons. First, it takes a single, unsubstantiated remark
from hundreds of pages of proffered evidence entirely out of context for its own
purposes. Such a tactic (as noted in Judge Bucher’s dissent):
is a fairly slender reed on which to hang . . . a conclusion that
in 1979, the Cuffs and Collar trade dress was neither unique
nor unusual in the field of exotic dancing for women” (A35).
Second, this conduct by the Board was highly prejudicial because it deprived
Chippendales of the opportunity to respond with new factual evidence.
Significantly, the PTO’s rules are clear: such conduct by an Examiner would be
unacceptable.
Specifically, TMEP § 706 provides that it is “error” after a first office action
for examining attorneys to sua sponte raise new issues to support the refusal of
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registration of a mark. If the Examiner attempts to sua sponte raise a new issue in
the appeal brief, TMEP § 710.01(c) provides it should be excluded from the
Record.
The purpose of these provisions is to safeguard the applicant’s opportunity
to respond to all the arguments made against registration of its mark. Yet that is
precisely what the Board has done here. It has deprived Chippendales of an
opportunity to respond.7 Given the prohibition against the Examiner from pursuing
new issues sua sponte, it is even more improper for the Board to place reliance on
its own sua sponte argument while reviewing the Examiner’s work, knowing full
well that Chippendales has no recourse.
The PTO is required to have a reasonable predicate to find a lack of inherent
distinctiveness. Likewise, the Board must review the Examiner’s determination
and have substantial evidence to support its conclusion. See Dickinson v. Zurko,

7

For instance, the majority fails to note that the Playboy Bunny costume is itself
the subject of registrations that issued without office actions ever seriously
questioning that costume’s inherent distinctiveness, even though those applications
were filed after Chippendales’ filing date, were initially filed on an intent-to-use
basis and each claim a date of first use of 2006 (more than twenty-five years after
Chippendales’ 1979 date of first use). (See Reg. Nos. 3,319,643 and 3,392,817.)
The Playboy applications passed to publication with only a single early
“informational” inquiry by an examiner into the question of inherent
distinctiveness, one the examiner apparently found satisfied by a brief Playboy
response relying on materials similar to Chippendales’ own response, namely, an
explanation of the historical context of the costume and marketing materials. This
only emphasizes the completely inconsistent position of the PTO with respect to
the registration of costumes.
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527 U.S. 150, 162 (1999); On-line Careline Inc. v. America Online Inc., 56
U.S.P.Q.2d 1471, 1475 (Fed. Cir. 2000). Here, the Board never addressed whether
the Examiner made out a prima facie case. Whether by analysis or unfair sua
sponte arguments, the majority opinion simply never addressed the substantial and
relevant evidence at issue here, including that evidence, uncontroverted in the
Record, that there are significant differences between Chippendales’ entertainment
services and whatever may have transpired at the Playboy Club. As shown above,
Playboy and Chippendales operate in entirely different channels of trade and
market to entirely different consumers.
C.

The Board Erred in Concluding That Chippendales Did Not Rebut The
Examiner’s Prima Facie Case By Introducing Its Evidence, Including
the Shteir Declaration.
Even if the Board had substantial evidence to support its finding that the

Examiner made out a prima facie case that the Cuffs & Collar was not inherently
distinctive, Chippendales rebutted that evidence with the substantial, undisputed
evidence contained both in its underlying documents submitted in support of its
responses to the Office Actions and in the Shteir Declaration.
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1.

Documents.

As detailed in Part V.A, the Record here contains numerous examples of
undisputed evidence as to the inherent distinctiveness of the Cuffs & Collar –
including evidence that is (a) from the relevant time period (the late 1970s to early
1980s); (b) fully considered within the historical and cultural context of that
period; and (c) outside of the relevant time frame but still pertinent to the Board’s
inquiry. This includes:


Articles from as far back as 1983, referring to the Cuffs & Collar as the
“standard uniform” for Chippendales and documenting the social context in
which the Chippendales’ shows were happening (A162-64 (Washington
Post), 40, 323); and



Affidavits from Chippendales corporate executives, dancers, and competitors
detailing wide acknowledgment that the Cuffs & Collar is Chippendales’
recognized trade dress (A139-142, 148, 150, 224-225, 562, 567).
2.

Dr. Shteir.

Dr. Shteir’s singular academic and professional credentials, (A345-359),
provide her a uniquely useful framework for her opinions regarding the nature of
consumers’ source connection to a costume/uniform. Her experience and training
encompasses a variety of social sciences ranging from consumer psychology and
sociology to set and costume design in order to advise directors, writers and actors
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how to use various stimuli to create certain impressions in the minds of the
viewing audience (A305, 311-314). Dr. Shteir opined, inter alia, that:
(a) Costumes play a source indicator role when they are associated with
iconic characters, i.e., those larger than life, and [the costume] becomes
endowed with the qualities and characteristics of the iconic character and act
as an indication of source for that character.
(b) The rise of Chippendales in the late 1970s correlated with the
emerging Feminist movement and the Sexual Revolution. Chippendales
captured the theretofore hidden fantasies of women about asserting their
own sexuality. Thus, the Chippendales dancers were, in the view of many in
their audience, larger than life iconic characters.
(c) Application of the principles above establishes that the Cuffs & Collar
would have been perceived immediately as a source designation (A306-07).
Dr. Shteir also provided other independent bases for concluding that the Cuffs
& Collar is inherently distinctive based on cognitive learning theories that indicate
that people are more likely to remember something which seems out of place or
unusual based on their prior experiences (A324). The dissent took note of and
relied on this cognitive theory in its opinion (A39). Dr. Shteir also made three
other crucial factual findings critical to this case. First, she stated that based on her
extensive research on the history of American striptease, that male striptease simply
did not exist prior to the emergence of Chippendales in the late 1970s (A322-25).
She explained that the audience for male and female striptease are entirely different
and that the nature of the experience underlying each are entirely different (Id.).
Finally, Dr. Shteir stated based on her research into both male and female striptease
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that prior to Chippendales no one had ever thought to separate a cuffs and collar
from all clothing and use them standing alone. (A326-28).
Despite this compelling evidence, the TTAB majority resorted to
disparaging Dr. Shteir, by saying that “the fact that she is not familiar with the
[trademark] field is evident” and dismissing her opinion because she was not a
trademark law expert (A24). Giving the air of objectivity, the Board claiming to
have reviewed her submission, provides no reason why they found her testimony
not credible or not relevant except in the most general way: “[w]e find nothing in
Dr. Shteir’s analysis or the other evidence which in any way alters the simple fact
that the focus of the service at its inception was the bodies of the performers, not
the particulars of their minimal attire” (A23-24, 27).
This statement merely reflects that the Board relied on its own view that
because the audience did not focus on the trade dress it could not be inherently
distinctive. First, this assumption is demonstrably wrong. There are multiple
references in the Record demonstrating that the key to Chippendales success was
not how much skin was shown, but rather the opportunity the brand provided for a
woman – to be blunt – figure out what she wanted and provide her the environment
in which she could learn to ask for it.
However, even assuming that the Board is correct and the audience focus
was on the bodies and not the distinctive minimal attire, that assumption is in no
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way inconsistent with that “minimal attire” acting as a designation of source. The
focus at a baseball game is surely on the players. No one would deny, however,
that the hats they wear are trademarks. And even as to the costume of the Playboy
Bunny, the Board appeared to focus more on what was concealed by the costume
than on what the costume represented. Nevertheless, the Board did not seem to
object at all to the fact that this costume was registered as an inherently distinctive
mark after the 613 Registration. Clearly, trademark expertise may not be the most
pertinent expertise to appreciate when a mark is being perceived by consumers as
an indication of source.
Chippendales did not rely on Dr. Shteir as a trademark law expert, but as a
dramaturgy expert to opine on an audience’s source connection to a costume
design and, specifically, of the inherent distinctiveness of the Cuffs & Collar
within the context of the history of striptease.
Such reliance is perfectly congruent with both the Federal Rules of Evidence
and governing case law. FRE 702 permits “a witness qualified as an expert by
knowledge, skill, experience, training, or education” to testify if the testimony
“will assist the trier of fact to understand the evidence or to determine a fact in
issue.” FED. R. EVID. 702; see also Kumho Tire Co., Ltd. v. Carmichael, 526 U.S.
137, 147 (1999) (holding that Rule 702 “makes no relevant distinction between
‘scientific’ knowledge and ‘technical’ or ‘other specialized’ knowledge”).
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“Whether testimony is helpful within the meaning of Rule 702 is in essence a
relevancy inquiry.” Hemmings v. Tidyman’s Inc., 285 F.3d 1174, 1184 (9th Cir.
2002).
Indeed, courts routinely have held that the kind of academic and practical
experience possessed by Dr. Shteir renders a non-technical expert’s opinion
reliable. See, e.g., Southland Sod Farms v. Stover Seed Co., 108 F.3d 1134, 114243 (9th Cir. 1997) (reversing district court’s exclusion of plaintiff’s marketing
research expert in the context of a Lanham Act claim); Betterbox Commc’ns, Ltd.
v. BB Techs., 300 F.3d 325, 329 (3d Cir. 2002) (affirming admissibility of expert
with experience in catalogue and marketing industry). Indeed, the Board’s own
reliance in In re Creative Beauty on testimony from a President of a sales and
marketing company is perfectly consistent with these authorities.
The Board’s summary dismissal of Dr. Shteir’s testimony simply cannot be
justified based on any explanation offered in the opinion and provides yet another
independent reason for reversing that decision.
D.

In The Wake Of Wal-Mart, Seabrook Is No Longer a Viable Test
For Inherent Distinctiveness.

Chippendales has based this appeal on the assumption that Seabrook
continues to be the determinative calculus for determining whether its mark is
inherently distinctive. From a practical and legal perspective Chippendales

55

believes that this case highlights the way that the current standard is being
implemented inconsistently in the examination process.8 One only need look at
the appendices to Thomas P. Arden, Protection of Nontraditional Marks 169-252
(2000) to see the inconsistency with respect to which marks issued under Section
2(f) and those that did not. See also In re Creative Beauty, 56 U.S.P.Q.2d at 1204
(referencing exhibits showing inconsistencies in how container marks had been
treated by Trademark Office). As reflected in the comparison above of the
TTAB’s decision In re Creative Beauty in contrast to its decision in this case, the
standard currently in use is nothing more than “I know it when I see it.” As such
decisions on this issue are unpredictable, ad hoc, and inherently unfair.
By examining the Supreme Court’s analysis in Wal-Mart, however, we can
rectify that uncertainty.
The essential teaching of Wal-Mart is that consumers make virtually or
“almost automatic” trademark associations in some situations and not in others
because of the context of those situations and not because the design or
untraditional mark is unusual or unique. As the Supreme Court explained in WalMart, walking down an aisle of a supermarket the consumer expects that the logos

8

We recognize that if the Court is going to seriously entertain this issue that it may
require a more elaborate discussion than was possible if Chippendales was to cover
all of the relevant issues with respect to the Seabrook standard. We therefore take
the liberty of inviting the Court to request special briefing on this issue.
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and other indicia he sees to be trademarks and makes a virtually automatic
association between the symbol (be it a word, logo or other type of mark) and the
product and its producer. Wal-Mart, 527 U.S. at 212-13. Conversely, the Court
explained, in other contexts, such as when viewing a product configuration, a
consumer would not be predisposed to make that association regardless of the
uniqueness or distinctiveness of the product. Id. at 213 (consumer would
understand that penguin-shaped cocktail shaker was not intended to act as
designation of source).
The Court acknowledged that there were many objections to its adoption of
a bright line rule that foreclosed any exceptions and did not disagree and that its
rule could even be overly-restrictive. However, the Court found it preferable to
overly restrict what marks could be found to be inherently distinctive rather than
subjecting them to review under Seabrook because this test is simply too difficult
to apply to non-traditional marks. Id. at 213-14
Surprisingly, this Court has never considered the implications of Wal-Mart
on the continued viability of the Seabrook test. Chippendales suggests that the
Supreme Court in Wal-Mart sent a clear signal that Seabrook was not providing
sufficient guidance and was simply unworkable. Chippendales further suggests
that Seabrook is fundamentally at odds with the teachings of Wal-Mart. Seabrook
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focuses the fact-finder on how unique or unusual the trade dress is. Conversely,
Wal-Mart teaches us that even the most unusual design is not going to be perceived
as a trademark unless the context in which it is seen makes the consumer
predisposed to reaching that “almost automatic” association. See Lars Smith,
Trade Distinctiveness: Solving Scalia’s Tertium Quid Trade Dress Conundrum,
2005 MICH. ST. L. REV. 243, 299-300 (2005) (criticizing Seabrook because it
shoehorns courts into quasi-artistic or design decisions, unrelated to the real issue
of whether the product’s shape is functioning as a source identifier).
Based on Dr. Shteir’s guidance, providing a framework for understanding
what causes some costumes to be recognized almost automatically as indications of
source and others to never play that role, Chippendales submits that the answer to
the following two questions better address the issue now before this Court than the
out-dated Seabrook test.
1.

Is the costume used in a channel of trade where consumers are conditioned
through their past experience to presume a source identification function?

2.

Is the costume immediately associated with an iconic larger than life character
where the costume acts as an intrinsic symbol for the character? (A677)
These questions square perfectly with the teachings of Wal-Mart but at the

same time will not “open the floodgates” for claims of inherent distinctiveness
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with respect to clothing because it essentially limits the potentially eligible marks
to either uniforms or costumes connected to iconic characters with the possible
addition of any other class of clothing that due to the context it is used, consumers
will be inclined to make a virtually automatic source association.
As applied to this case, the answer to both questions is “yes.” The Cuffs &
Collar, even as the majority acknowledged, was the uniform of Chippendales
(A17). Uniforms by definition serve a source identification function. Additionally,
the Cuffs & Collar has become a symbol for the iconic Chippendales dancer as
shown above in great detail.
But no matter whether this Court embraces these questions or the Seabrook
test, the ultimate conclusion is unchanged: this Court should reverse the Board’s
order and enter directions that the Cuffs & Collar be published for opposition at the
earliest possible moment.
IX.

CONCLUSION

For the foregoing reasons, Chippendales respectfully submits that both the
applicable law and record evidence require that the Board’s Order be reversed.
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ADDENDUM

